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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 
New monthly issues 


Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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B. F. Trappey, et at. v. McILHENNY CoMPANY 
United States Circuit Court of Appeals, Fifth Circuit 
May 23, 1922 


Trapve-Marxks and Unrair Competirion—GeEoGRAPHICAL NAME—“TaBasco” 

For Pepper Sauce—APPEAL. 

The fact that, prior to the use by appellee of the word “Tabasco” 
as a trade-mark for pepper sauce, others had manufactured Tabasco 
Pepper Sauce, but later abandoned the mark and the business, did not 
prevent the former from having acquired a trade-name in the word 
“Tabasco.” 

Same—Same—Seconpary Meaninc Deriveo From Exctusive Use. 

Where one has marked his goods with a geographical name for 
so long a time that they have become known in the market by that 
name, the use of that name to describe the goods of a subsequent 
maker will be restrained as unfair competition. 

SaME—SAME. 

In the case at issue, the fact that the registration made by an 
appellee’s predecessors of the word “Tabasco” was cancelled on the 
ground that it was geographical, did not deprive appellee of its right 
in the mark, which existed independently of registration. 

SaMe—SaMeE. 

Where appellant, after appellee had adopted and identified the 
name “Tabasco” as a trade-mark distinguishing pepper sauce of its 
manufacture, appellant applied the same word to a similar product, 
such act was calculated to mislead the public as to the origin of the 
goods; and the decree enjoining same as unfair competition is affirmed. 


In equity. Appeal from the District Court of the United 


States for the Eastern District of Louisiana. For opinion of 
lower court see 11 T. M. Rep. 397. 


E. Howard McCaleb, Wm. L. Symons, of Washington, D. C., 
and Emmet Alpha, of Franklin, La., for appellants. 
Walker B. Spencer, Philip S. Gidiere, Esmond Phelps, Edward 
S. Rogers, of Chicago, Ill., and Joseph S. Clark, of Phil- 

adelphia, Pa., for appellees. 


Before Waker, Bryan and Kine, Circuit Judges. 


Kine, Circuit Judge: This appeal is prosecuted to reverse a 
decree of the United States District Court for the Eastern District 
of Louisiana enjoining the appellants (defendants below) from 
using the word “Tabasco” to describe a pepper sauce made by 
them. The facts, briefly stated, show that about 1850, Colonel 
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Maunsell White began growing in Louisiana certain peppers com- 
ing from Mexico, which were called Tabasco peppers. From these 
peppers he made a pepper sauce known as “Maunsell White Sauce” 
and sometimes as “Tabasco Pepper Sauce.” These sales appear 
to have ceased by the year 1867. 

Beginning with the year 1868, E. McIlhenny began the man- 
ufacture and sale of a red pepper sauce from peppers supposed 
to have come from Tabasco, Mexico, which he labeled ‘Tabasco 
Pepper Sauce,” the word “Tabasco” being separated from the 
words “Pepper Sauce” and the condiment being styled “Tabasco.” 
This sauce was manufactured by MeclIlhenny, and after his death 
by his wife and children, by whom the complainant company was 
formed, which has succeeded to this continuous business, its rights 
and good-will. 

The defendant, B. F. Trappey, was for years employed as 
a blacksmith on the plantation of the MeIlhenny’s on which these 
peppers were grown. In this way he became acquainted with the 
formula for making the sauce and was well aware of the large 
business which the MelIlhennys had built up in the manufacture 
and sale of this sauce. 

Until the year 1896, for nearly thirty years, the McIlhennys 
conducted this manufacture and sale without interference as to 
the name “Tabasco” and largely extended the same, and the evi- 
dence warrants the conclusion that by the efforts of the McIlhennys 
this sauce, under the name of “Tabasco,” became widely known 
and used, so much so that the consumer in asking for it called for 
“Tabasco,” and by such designation meant the “Tabasco” manu- 
factured by the McIlhennys. They and their successors in title 
have continuously pursued and are still carrying on much manufac- 
ture and sale. 

The District Court found as facts that plaintiff and its prede- 


cessors in title have manufactured a red pepper sauce which has 


been put on the market and extensively advertised and sold by 
them under the trade-mark “Tabasco” for over fifty years. That 


as far back as 1850 a red pepper sauce was made by Colonel 
Maunsell White from peppers known as “Tabasco” and sold to the 
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retail trade at New Orleans under that name; that in 1851 ad- 
vertisements of real extract of red Tabasco peppers appeared in 
the Daily Delta, a New Orleans newspaper, and similar adver- 
tisements and sales of pepper under the name “Tabasco” occurred 
at various times up to 1867. That it was not shown that any per- 
sons except the MclIlhennys used the word “Tabasco” tk>reafter 
for many years to identify their pepper sauce. That, conceding 
its former use, it had been abandoned by all persons when the 
Mellhennys adopted it. That the word “Tabasco” as applied 
to pepper sauce indicates origin of manufacture and the sauce to 
which it relates is the sauce made by E. MelIlhenny of New Iberia, 
La., and his successors in title. 

Appellants insist that the predecessors of McIlhenny Com- 


pany registered the word “Tabasco” as a trade-mark under the 


‘ederal statutes and such registratic 1ad been cancelled on the 
Federal statut 1 h registration had beer lled tl 


ground that Tabasco was a geographical term and could not there- 
fore be properly registered as a technical trade-mark, such can- 
cellation being approved by the Court of Appeals in the District 
of Columbia; (McIlhenny Co. v. New Iberia, etc., Company, 34 
App. D. C. 480; McIlhenny Co. v. Trappey, 277 Fed. 615 [12 
T. M. Rep. 91]); that this action is conclusive against the right 
of appellee to the exclusive use of the word “Tabasco.” This 
contention was considered by this court in McIlhenny Co. v. Gaidry, 
253 Fed. 613, 616 [8 T. M. Rep. 283], where it is said: 


“The cancellation, on the opposition of a competitor, of the registration 
by the defendant’s predecessor of the word ‘Tabasco’ as a_ trade-mark 
under the federal Trade-Mark Act of February 20, 1905 (33 Stat. 724, 
ce. 592 [9 U. S. Comp. Stat. Ann. 1916, Section 9485 et seq.]), does not 
stand in the way of the assertion by the defendant that it has the exclu- 
sive right which it claims in this suit. That act, which made provision 
for the registration of trade-marks ‘used in commerce with foreign na- 
tions, or among the several states, or with Indian tribes’ and which con- 
ferred certain benefits upon registrants thereunder, did not purport to 
make registration under it the prerequisite to the acquisition or con- 
tinued existence of an exclusive right to use a word or symbol as a 
trade-mark. If the defendant’s predecessor had the exclusive right which 
the defendant asserts in this suit, that right was not extinguished by the 
cancellation of the registration mentioned. If the trade-mark exists, it 
exists independently of the registration. The cancellation of a _ regis- 
tration does not extinguish a right which the registration did not confer. 
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Edison v. Thomas A. Edison, Jr., Chemical Co. (C. C.) 128 Fed. 1013; 
Capewell Horse Nail Co. v. Mooney, 172 Fed. 826, 97 C. C. A. 248. Neither 
of the incidents relied upon by the plaintiff is inconsistent with the asser- 
tion in good faith by the defendant that it has the exclusive right to use 
the word ‘Tabasco’ in connection with pepper sauce.” 

We adhere to this ruling. 

After the complainant and its predecessors had conducted its 
business for many years and had built up a large demand for 
“Tabasco,” the defendant began the vending of a pepper sauce 
made from similar peppers to those used by the complainant. The 
name applied to this sauce was “Tabasco’—Pepper Sauce. The 
word “Tabasco” was printed on a line, alone, with a heavy dot 
or circle before and after the word, thus separating it from the 
words “Pepper Sauce,” on the line below. It is evident that the 
purpose was to designate the sauce by the single word “Tabasco.” 
This, whether intended or not, was calculated to mislead the con- 
sumer into believing that he was receiving the sauce manufactured 
by complainant and to take advantage of the trade which com- 
plainant and its predecessors in title had built up by years of effort. 

While it is true that geographical names generally cannot be 
appropriated as trade marks— 

“the rule is, that a subsequent trader may not use even common terms 
or symbols, his own name, or a geographical or descriptive word, in such 
a manner as te cause his goods to be known in the market by the same 
name as that by which a prior trader’s similar goods are already known and 
called for by the purchasing public. The trade-name for the goods of a 
particular trader may not be used by another as the trade-name for his 
similar rival goods. The subsequent trader, however, may use such terms, 
descriptively, to tell the truth about his goods, describing them, telling 
by whom they were manufactured and other like matters, because such 
terms are 7 ‘dlici juris in their primary sense and cannot be exclusively 
appropriatea by any one. But use, as a name or title, is not a permissible 
use, because by reason of the acquired meaning such a use carries with 


it a false representation that the goods of that name are those of the 
prior trader.” 38 Cyc. 722, 771, 772. 


Where one has marked his goods with a geographical name 
for so long a time that they have become known in the market 
by that name, the use of that name to describe goods of a sub- 
sequent maker will be restrained as unfair competition. Wother- 
spoon v. Currie, L. R. 5 H. L. 508; Thompson v. Montgomery, 
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L. R. 41 Ch. D. 85; American Waltham Watch Co. v. United 
States Watch Co., 48 L. R. A. 826; Baglin v. Cusenier Co., 221 
U. S. 580 [1 T. M. Rep. 147}. 

The Waltham Watch case is instructive on this point. In 
that case an injunction was sought— 


“to enjoin the defendant from advertising its watches as the ‘Waltham 
Watch’ or ‘Waltham Watches’ and from marking its watches in such 
a way that the word ‘Waltham’ is conspicuous. The plaintiff was the 
first manufacturer of watches in Waltham, and had acquired a great 
reputation before the defendant began to do its business. It was found 
at the hearing that the word ‘Waltham,’ which originally was used by 
the plaintiff in a merely geographical sense, now, by long use in con- 
nection with the plaintiff's watches, has become to have a secondary mean- 
ing as a designation of the watches which the public has become accus- 
tomed to associate with the name.*** 

“The defendant’s position is that, whatever its intent and whatever 
the effect in diverting a part of the plaintiff's business, it has a right 
to put its name and address upon its watches; that to require it to add 
words which will distinguish its watches from the plaintiff’s in the mind 
of the general public is to require it to discredit them in advance; and 
that if the plaintiff, by its method of advertisement, has associated the 
fame of its merits with the city where it makes its wares, instead of with 
its own name, that is the plaintiff's folly, and cannot give it a monopoly 
of a geographical name, or entitle it to increase the defendant’s burden 
in advertising the place of its works. 

“In cases of this sort, as in so many others, what ultimately is to 
be worked out is a point or line between conflicting claims, each of which 
has meritorious grounds, and would extend further were it not for the 
other. Ferrule Co. v. Hills, 159 Mass. 147, 149, 150, 34 N. E. 85. It is 
desirable that the plaintiff should be free to manufacture watches at 
Waltham, and to tell the world that it does so. The two desiderata 
cannot both be had to their full extent, and we have to fix the boundaries 
as best we can. On the one hand, the defendant must be allowed to 
accomplish its desideratum in some way, whatever the loss to the plain- 
tiff. On the other, we think, the cases shown that the defendant fairly 
may be required to avoid deceiving the public to the plaintiff's harm, so 
far as is practicable in a commercial sense. It is true that a man cannot 
appropriate a geographical name, but neither can he a color, or any part 
of the English language, or even a proper name to the exclusion of others 
whose names are like his. Yet a color in connection with a sufficiently 
complex combination of other things may be recognized as saying so 
circumstantially that the defendant’s goods are the plaintiff's as to pass 
the injunction line. New England Awl § Needle Co. v. Marlborough 
Awl & Needle Co., 168 Mass. 154, 156, 46 N. E. 386. So, although the 
plaintiff has no copyright on the dictionary, or any part of it, he can 
exclude a defendant from a part of the free field of the English language, 
even from the mere use of generic words, unqualified and unexplained, 
when they would mislead the plaintiff's customers to another shop. Red- 
daway v. Banham (1896) App. Cas. 199. So, the name of a person may 
become so associated with his goods that one of the same name coming 
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into the business later will not be allowed to use even his own name 
without distinguishing his wares. Brinsmead vy. Brinsmead, 13 Times Law, 
R. 3; Reddaway v. Banham (1896) App. Cas. 199, 210. See Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S. 169, 204, 16 Sup. Ct. 1002; Cream Co. v. 
Keller, 85 Fed. 643. And so, we doubt not, may a geographical name 
acquire a similar association with a similar effect. Montgomery v. Thomp- 
son (1891) App. Cas. 217. 

“Whatever might have been the doubts some years ago, we think that 
now it is pretty well settled that the plaintiff, merely on the strength of 
having been first in the field, may put later comers to the trouble of 
taking such reasonable precautions as are commercially practicable to 
prevent their lawful names and advertisements from deceitfully diverting 
the plaintiff's custom.” Amer. Waltham Watch Co. v. United States Watch 
Co., 173 Mass. 85, 86, 87. 


This is true even if the name be such that it could not be 
registered as a technical trade-mark. Bissell Chilled Plow Works 
v. T. M. Bissell Plow Co., 121 Fed. 357, 365. 

This has been well stated in the United States Circuit Court 
of Appeals for the Sixth Circuit by Lurton, Circuit Judge, as 


follows: 


“But when the word is incapable of becoming a trade-mark, because 
descriptive or geographical, yet has by use come to stand for a particular 
maker or vendor, its use by another in this secondary sense will be re- 
strained as unfair and fraudulent competition, and its use in its primary 
or common sense confined in such a way as will prevent a probable deceit 
by enabling one maker or vendor to sell his article as the product of 
another. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 U. S. 537, 549, 
11 Sup. Ct. 396, 34 L. Ed. 997; Chemical Co. v. Meyer, 139 U. S. 540, 
11 Sup. Ct. 625, 35 L. Ed. 247; Mill Co. v. Alcorn, 150 U. S. 460, 14 Sup. 
Ct. 151, 37 L. Ed. 1144; Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
159, 16 Sup. Ct. 1002, 41 L. Ed. 118; Elgin Nat. Watch Co. v. Illinois 
Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365; Bennett 
v. McKinley, 13 C. C. A. 25, 65 Fed. 505.” Computing Scale Co. v. Stand- 
ard Computing Scale Co., 118 Fed. 965, 967. 


The basis of the right to prevent the use of an unregistered 


trade-mark is the recognition that— 


“where a party has been in the habit of labeling his goods with a dis- 
tinctive mark so that purchasers recognize goods thus marked as being 
of his production, others are barred from applying the same mark to 
goods of the same description, because to do so would in effect represent 
their goods to be of his production and would tend to deprive him of 
the profit he might make through the sale of the goods which the pur- 
chaser intended to buy. Courts afford redress or relief upon the ground 
that a party has a valuable interest in the good-will of his trade or 
business, and in’ the trade-marks adopted to maintain and extend it. The 
essence of the wrong consists in the sale of the goods of one manufacture 
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or vendor for those of another. Canal Co. v. Clark, 13 Wall. 311, 322; 
McLean v. Fleming, 96 U. S. 245, 251; Manufacturing Co. v. Trainer, 101 
U. S. 51, 53; Menendez v. Holt, 128 U. S. 514, 520, 537, 546.” Hanover 
Milling Co. v. Metcalf, 240 U. S. 403, 412 [6 T. M. Rep. 149]. 


This may be true of a geographical name. 


“The name of a person or a town may have become so associated with 
a particular product that the mere attaching of that name to a similar 
product without more would have all the effect of a falsehood. Walter 
Baker & Co. vy. Slack, 130 Fed. 514. An absolute prohibition against using 
the name would carry trade-marks too far. Therefore, the rights of 
the two parties have been reconciled by allowing the use, provided that 
an explanation is attached. Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169, 200, 204; Brinsmead vy. Brinsmead, 13 Times L. R. 3; Reddaway v. 
Banham (1896) A. C. 199, 210, 222; Amer. Waltham Watch Co. v. United 
States Watch Co., 173 Mass. 85, 87; Dodge Stationery Co. v. Dodge, 145 
Calif. 380. Of course the explanation must accompany the use, so as to 
give the antidote with the bane.” Herring, etc., Safe Co. v. Hall’s Safe 
Co., 208 U. S. 554, 559. 

That there was an actual intention to mislead the public need 
not be proved. It is enough if such result is probable. Bissell 
Chilled Plow Works v. T. M. Bissell Plow Co., 121 Fed. 357, 872, 
and the cases there cited. 38 Cyc. 773, 784. 

That one’s name is added to the trade-name is not a sufficient 
distinction to prevent the probable deception. 388 Cye. 792. 

That the sauce had been previously manufactured as Tabasco 
Pepper Sauce does not, under the facts of this case, prevent the 
complainant from having acquired a trade-name in the word “Ta- 
basco.” 

The proof shows that whatever manufacture had been had 
was quite restricted, that the maker had not used the word “Ta- 
basco” as the trade-name of his product, and that it had been 
abandoned. This left the field open to MclIlhenny, who entered 
thereon, embarked in a wide introduction of this sauce as “Tabas- 
co,’ built up a large business, and established the name as de- 
scriptive of this exclusive production during the business of many 
years. Dietsch, et al. v. Geo. R. Gibson Co., 155 Fed. 353; Ray- 
mond v. Royal Baking Powder Co., 35 Fed. 281. 

The appellants insist that in a conversation had with John A. 
MclIlhenny, representing the then proprietor of appellee’s busi- 


ness, it was conceded that appellant, Trappey, had the right to 
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use the word “Tabasco” to describe the sauce made by him and 
that appellee is now estopped to deny such right. This conversa- 
tion is denied by John A. McIlhenny. But even if it be conceded 
to have taken place, we agree with the District Court that no 
estoppel would arise therefrom in view of the correspondence which 
followed soon after between the attorney for the MclIlhennys and 
Trappey, in which the exclusive right to the use of the word 
“Tabasco” was insisted upon in their behalf. 

The other points arising in this case are covered by the opinion 
of this court in McIlhenny Co. v. Gaidry, 253 Fed. 613, 616 [8 
T. M. Rep. 283}. 

Upon the whole case, we think that the complainant was en- 
titled to an injunction restraining the defendant from using the 
word “Tabasco” as the name, or as part of the name, of the sauce 
manufactured and sold by him. The injunction should go to the 
extent of preventing defendant from using the word “Tabasco” 
as the name or description of the sauce manufactured by him, but 
should not prevent his stating that the sauce is made from Tabasco 
peppers. Baglin v. Cusenier Co., 221 U. S. 580, 600. 

The decree granting the injunction in this case is affirmed 
so far as it enjoins the appellants from using the word “Tabasco” 


as the name of the sauce manufactured by them or in any manner 
to designate or describe said sauce, or from using the word “Tabas- 
co’ otherwise than to state that the sauce manufactured by appel- 
lants is made from Tabasco peppers, said statement to be made in 
such manner as clearly to distinguish the sauce made by appellants 
from that manufactured by appellee. 

As thus modified, the decree of the District Court is affirmed. 
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CHENEY Brotuers v. GIMBEL BrotTuHeEers 
United States District Court, Southern District of New York 
May 17, 1922 


Trave-Marks AND Trape-Names—Unramr Competirion—“CHENEY SILKS” 
ADVERTISING AND SALE aT A Low Price or SEconps aNnp OLD 
Movers as Stanparp Goops Herp Unram Competirion—INJuNC- 
TION. + 
Defendants in advertising and selling at a reduced price silks 

of last year’s styles and patterns, including seconds, as a fine quality 
of plaintiffs silks were guilty of unfair competition, and they will 
be restrained from the use of the name “Cheney’s” in advertisements, 
placards or signs. 

In equity. Action to restrain unfair competition. Preliminary 


injunction granted. 


Haru D. Nims, of New York City, for complainant. 
Rose & Paskus, of New York City, for defendant. 


Aveustus N. Hanp, District Judge: This is a motion for 
an injunction pendente lite to restrain alleged unfair competition. 

The defendant purchased a large amount of foulard silks of 
complainant’s manufacture and was selling them at $1.59 per 
yard. These foulards were manufactured by complainant for the 
season of 1921, and were not sold by them to the defendant, but 
purchased by the latter on April 18, 1922, from jobbers who had 
acquired them in the market at a low price. Complainant had 
not sold them during the present season and is accustomed to 
close out a season’s goods before putting new styles on the market. 
Some of them are seconds, bearing complainant’s private mark as 
such, and do not bear the Cheney trade-marks. Defendant adver- 
tised its sale extensively and at first, on April 23, described the 
lot in a large advertisement in the New York Times not only as: 
“a sale of the Famous Foulard Silks made by Cheney Brothers.***Fine 
Quality Foulards—The World’s Best***which lends itself so gracefully 
to the fashions of the season,” 
but stated in the advertisement that defendant had shopped on 
the identical fabrics in seven of the principal shops in Greater 
New York and found the current price for Cheney’s foulards to 
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run from $2.38 to $8.50. The advertisement also read: ‘60 






Designs in Combinations of all the Newest Colors.” 





Moreover, the saleswomen of defendant repeatedly told cus- 





tomers that the foulards on sale at the latter’s store were this 





year’s patterns and of the best quality and were ordinarily sold 





at $8.50. Large signs in the store also described the goods thus: 






“A Sensation 
22,000 Yards 
Cheney’s 
Twill and Showerproof 
Foulards 
$1.59 
Less than today’s wholesale cost.” 








The Cheney foulards were also placed in the store on several 





tables with the Cheney signs, next a table on which were foulards 





of other manufacture, with no sign indicating that the other foulards 






were not Cheney’s. 





I think it clear that oral and written representations have 






been made that would induce a purchaser to believe that: 





(1) All the foulards were Cheney’s. 
















(2) The foulards were Cheney’s first quality. 
(3) The foulards were Cheney’s latest patterns and colors. 
These representations were not true, and were most in- 


jurious and prejudicial to the complainant. I cannot determine 





how far defendant has purchased and sold seconds in the lot as 
firsts, but in my opinion it has done this to some extent, and the 
merchandise has been so displayed that a customer might readily 
suppose that the foulards on all the tables were Cheney’s. 
Complainant protested against the sale under a preliminary 


advertisement made on April 16, describing the sale as “Sensa- 





tional” and of “Cheney’s Foulard Silks less than wholesale cost.” 
This protest should have warned defendant not to follow up 
the advertising by such language as appeared in the Times on 
April 23, and should also have secured protection for complainant 
from representations by saleswomen that the foulards were of 
the latest patterns and of the same kind sold by other merchants 
for about $3.50. Such advertising and such statements by the 
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saleswomen in the store have been so widely diffused that no use 
of Cheney’s name in connection with these foulards can fail to 
run the risk of being connected with the original misrepresenta- 
tions. I think a preliminary injunction in broad terms should be 
granted as prayed for, together with an order enjoining defendant 
from using the words “Cheney,” or “Cheney Silks,” or Cheney 
Foulards” in advertisements, placards, or signs. The defendant 
may, however, state to customers the name of the manufacturer 
when inquiry is made. 

Defendant’s contention that the use of Cheney’s name in ad- 
vertising only states the truth, is no answer to complainant’s posi- 
tion. Defendant, by its past representations, has warranted the 
public in believing that the foulards were of this year’s styles, 
when they were not. The only method of partially eliminating the 
effect of this action as a continuing misrepresentation is to abandon 
advertising Cheney’s goods as such altogether. When a person 


so misrepresents the quality of the goods of another as to lead 


the public to suppose that the goods are of a different quality 


from what is being sold, the use of the manufacturer’s name may 
be restrained altogether in order to prevent what is in effect a 
continued representation that the goods are other than they really 
are in fact. As ar alternative, the defendant might be required 
to state that the foulards are not of the present patterns, but this 
would seem to be an unnecessary hardship. Eli Lilly & Co. v. 
Wm. R. Warner & Co., 275 Fed. 752 [12 T. M. Rep. 1]. 


Settle order on notice. 










































TWELVE TRADE-MARK REPORTER 


AMERICAN THERMOS BortrLe Co. v. W. T. Grant Co. 
(279 Fed. Rep. 151) 


United States District Court, District of Massachusetts 


February 25, 1922 





TrapE-Marks anp Unram Competirion—Function or A Trapve-Marx. 

One’s trade-mark is not a right in gross or at large like a statu- 

tory copyright or a patent, its function being simply to designate the 

goods as the product of a particular trade and to protect one’s good- 
will against the sale of another’s product as his. 

SAME—INFRINGEMENT—“THERMOS” FoR Vacuum Borries—Sratvus AFTER 

ReEscissIon OF CONTRACT. 

Where the contract between the plaintiff and the manufacturer 
of vacuum bottles bearing the former’s “Thermos” trade-mark was 
rescinded by the latter because of plaintiff's failure to make an ad- 
vance payment, the resulting status was the same as if no contract 
had been made, and the manufacturer had no right to sell the bottles 
in its possession so marked. 

Same—Ricut to Use Marx, Tuovcu Parts or Goops Were Mabe By 

OTHERS. 

Plaintiff, a dealer in vacuum bottles bearing the trade-mark 
“Thermos,” has a right to use its mark thereon, in spite of the fact 
that a substantial part of the goods were manufactured by others, 
if the assembling and inspection were made by it. 

SaME—SALE OF ForEIGN-Mape Goops as or AMERICAN OrIGIN—DEFENDANT, 

ALTHOUGH “IN PARI Dexicro,”’ Witt Prevai—Pusiic INTEREST. 

Where defendant merely sold vacuum bottles bearing plaintiff’s 
trade-mark, that had been manufactured by the former under a re- 
scinded contract for the purpose of deceiving the public as to their 
foreign origin, he will prevail over plaintiff, not by reason of his 
merits, but because of the latter’s demerits, and because of the para- 
mount public interest. 

SamE—Derense oF “UncLEAN Hanps”—Existine Facts Atone Materia. 

In deciding whether plaintiff comes into court with clean hands, 
only the facts as they exist when suit is begun may be considered. 





In equity. Preliminary injunction dissolved. 


Robert B. Killgore, of New York City, and Charles F. Rowley, 
and Peabody, Brown, Rowley & Storey, all of Boston, 
Mass., for plaintiff. 

Arthur Black, of Boston, Mass., for defendant. 


AnpERSON, Circuit Judge: 1. This is a trade-mark infringe- 
ment case. On June 27, 1921, the parties stipulated, inter alia, 
that the plaintiff is owner of the trade-mark “Thermos’”’ for “‘double- 
walled vacuum vessels with vacuum between the walls,” etce., duly 


AMERICAN THERMOS BOTTLE CO. V. W. T. GRANT co. 191 


registered in the United States Patent Office, January 7, 1908, 
certificate 67,002. Belatedly defendant’s counsel suggests that 
“Thermos” is a descriptive word, and that the trade-mark is there- 
fore not valid. This issue was not pleaded, if it needs to be. When 
the stipulation was made, the parties probably intended by impli- 
cation to cover the validity as well as the ownership of the trade- 
mark. The question is not absolutely free from doubt. The 
vacuum bottles are vessels excluding and including heat, and in 
that aspect “Thermos” is descriptive. There is no evidence in 


the record that Thermos means to the public vacuum botties pro- 


duced by the plaintiff. Compare Coca-Cola Co. v. Koke Co., 254 
U. S. 148, 146, 41 Sup. Ct. 118, 65 L. Ed. [10 T. M. Rep. 441]. 
For present purposes I assume without deciding that the plaintiff 
has a valid trade-mark. 

2. The defenses really relied upon are two: 

(a) That the plaintiff procured and induced the use of its 
trade-mark on the goods in question, and therefore cannot now be 
heard to complain of such use. 

(b) That the plaintiff does not come into court with clean 
hands, in that it is alleged to have so fraudulently used its trade- 
mark in connection with the sale of goods of foreign origin as to mis- 
lead the purchasing public. 

3. The first contention, (a), that the plaintiff procured and 
induced the use of its trade-mark on the goods in question, is 
grounded on a contract, and relations arising from that contract, 
between the plaintiff and the American Steel Export Company, 
dated December 6, 1920. The Export Company is not a defendant, 
but it has obviously, apparently admittedly, assumed the defense of 
this case. The exact relations between the Export Company and 
the Grant Company have not been disclosed. It is a fair inference 
that the Grant Company has either bought the goods in question 
from the Export Company, or that it is marketing them for the 
Export Company. It is not claimed that the defendant’s rights 
as to the use of the plaintiff's trade-mark are greater than those 
of the Export Company. 

The contract of December 6, 1920, relates to the purchase 








192 TWELVE TRADE-MARK REPORTER 


by the plaintiff from the Export Company of German-made fillers 
and vacuum bottles: 600,000 pint thermos fillers identical with a 
sample marked “Schmidt Pint Filler No. 1,” to be shipped from 
a European port at the rate of 100,000 per month for six months, 
commencing December, 1920; 300,000 quart fillers identical with 
sample marked “Schmidt Quart Filler No. 2,” to be shipped from 
a European port during six months commencing January, 1921, 
at the rate of 50,000 per month; and in paragraph 3 for the goods 
here involved, 100,000 pint complete aluminum bottles identical with 
sample marked “Schmidt Full Aluminum Bottle Pint Size No. 3,” 
except to be of seamless aluminum, to be shipped during the six 
months commencing January, 1921, at the rate of 16,666 per 
month. The contract contains provisions that defective or broken 
bottles are to be credited or replaced at the option of the Export 
Company. The contract price of the pint bottles is 50 cents, 
freight and duty paid; payments for all goods delivered to be 
50 per cent. on arrival at New York or any other Atlantic sea- 
board port, and 50 per cent. within ten days after delivery to 
carrier at port of arrival. 

In paragraph 12 of the contract it is provided that the Export 
Company “or East European Trading Company, Inc., or any of 
their connections or agents, will not sell, during the life of this 
contract, any vacuum bottles or fillers to others than the American 
Thermos Bottle Company in the United States of America or 
Canada, without the written consent of the American Thermos 
Bottle Company.” It thus here, and elsewhere in the evidence, 
appears that the East European Trading Company and the Ex- 
port Company are affiliated concerns; just how affiliated does not 
appear. This provision manifestly contemplates a continuing con- 
trol by the plaintiff over at least one channel of supply of German- 
made vacuum bottles and fillers. 

It appears from the agreed statements of fact that after the 
execution of this contract on December 6, 1920, and prior to the 
receipt on January 27, 1921, of notice as to rescission, hereinafter 
referred to, the plaintiff received from the Export Company a 
large number of pint fillers. “Whether or not the goods so de- 
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livered conform to the specifications of the contract is a matter 
of evidence,” so runs the stipulation. But no evidence has been 
adduced warranting a finding that the fillers did or that they did 
not conform to the specifications. It is also stipulated that the 
plaintiff had not paid the Export Company for any of such fillers 
so received prior to receipt of the notice of rescission. The plain- 
tiff argues that the defendant waived its right to payment of 50 
per cent. on receipt of such fillers at port, and that therefore failure 
to pay was no breach of the contract by the plaintiff. The evi- 
dence is insufficient for a finding either for or against such waiver. 

But it is agreed that on January 27, 1921, the Export Com- 
pany gave written notice to the plaintiff that it had defaulted in 
payment of the contract price of thermos bottle fillers, and that the 
Export Company “has elected and does hereby elect to rescind, 
and does hereby rescind, said contract so far as such contract 
remains unperformed.” 

On that date, January 27, 1921, none of the complete pint 
bottles covered by paragraph 3 of the contract had been delivered 
to the plaintiff. To what extent, if at all, they had been manu- 
factured and marked with the plaintiff's trade-mark does not ap- 
pear. Whether they were manufactured for the Export Company 
under a valid and enforceable contract made with some German 
concern does not appear. 

Under the contract, the Export Company was to deliver in 
the month of January 16,666. On this record it is impossible to 
find that all or any part of the 100,000 complete pint bottles had 
or had not then been manufactured or marked, either or both. 
What does appear is that at some time between January 27, 1921, 
and early June, all, or substantially all, of the 100,000 complete 
pint bottles were received in the United States and put on the 
market by the defendant, and perhaps by some other concerns. 
Eighty-odd thousand of the 100,000 are now held under the pre- 
liminary injunction. The balance have apparently been marketed 
by the defendant and other merchandising concerns. 

The defendant advertised these German-made bottles for sale 
at the retail price of $1 each. One advertisement put in evidence 
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is to the following effect: “Another Grant Triumph [with illus- 
tration of the Thermos bottle].”. Then: “Thermos trade-mark 
stamped on each bottle. $2.75 vacuum bottle for $1.00. Ordered 
by and made for the American Thermos Bottle Company pint size, 
hot and cold bottle in aluminum case. Special cup top. Perfect 
in every way. A $2.75 value for only $1.00. First time ever 
sold at this price.” 

It will be observed that this advertising, “Ordered by and 
made for the American Thermos Bottle Company,” is nearly, if 
not quite, an accurate statement. The plaintiff was not attempting 
to deceive the purchasing public as to the actual origin of the goods, 
except so far, if at all, as a sale of bottles so marked might de- 
ceive. Compare United Drug Co. v. Rectanus Co., 248 U.S. 90, 
97, 89 Sup. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1]. 

One of these bottles is marked Exhibit A of the Killgore 
affidavit, and is by reference made a part of this opinion. This 
and the balance of the 100,000, the subject-matter of this con- 
troversy, were marked on the bottom in accordance with an arrange- 
ment made between the plaintiff and the Export Company in 
December, 1920, after the contract was made. The contract is 
silent as to marking. The Export Company then submitted a 
sketch showing the proposed stamping for the 100,000 complete 
pint bottles called for by the contract. This sketch, substantially 
larger than the bottom of the bottle, contained, as submitted to the 
plaintiff, the words: 

“Thermos 
“Trade-Mark 
“Germany 
“Pat. Nos. 


“13093 Mch. 15, °10 
“38834 Sept. 24, ’07” 


The plaintiff's president, Walker, thereupon wrote in the 
circular margin, “American Thermos Bottle Company, Norwich, 
Conn., U. S. A.,” and with this insertion approved the sketch on 
December 30, 1920. Parol evidence and a letter of the Export 


Company to the plaintiff both show that the parties to the contract 
intended that the word “Germany” should be “in as small letters 
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as possible.” Both parties, as the evidence conclusively shows, 
realized that German-made goods were particularly unpopular in 
this country at that time, and both intended that the marking on 
these German-made goods should be as inconspicuous as might 
barely pass the customs officials as being a compliance with section 
5297, Compiled Stats., providing for marking articles and packages 
to indicate the country of origin. This statute is quoted and dis- 
cussed below. 

The goods were marked exactly as the plaintiff intended them 
to be marked in order that it, the plaintiff, might sell these German- 
made bottles in this country as its own output. But, as the contract 
had been rescinded by the Export Company on January 27, 1921, 
and as already stated, it does not appear that on that date the goods 
in question had either been manufactured or marked (or that they 
had not), it cannot be found that the plaintiff actually procured 
either the marking or the importation of these goods. For aught 
that appears, these bottles may not have been in existence on 
January 27, 1921, when the contract ceased to exist. 

Probably the fair inference is that the goods were not so 
marked, even if manufactured, until after January 27, 1921; for 
after this case was partially heard in June, 1921, at the defendant’s 
own suggestion, the case was continued, in order that the defendant 
might take evidence in Germany to show that the goods had before 
the rescission on January 27, 1921, been manufactured and marked 
as now complained of. But when the trial of the case was resumed 
in January, 1922, no evidence from Germany or elsewhere was 
adduced in support of the contention urged by defendant’s counsel 
in June. Defendant’s counsel has now shifted his position, and 
contends, in effect, that it is for the plaintiff, not the defendant, 
to show that the goods in question had not been manufactured and 
marked prior to the rescission of January 27, 1921. I do not 
think that proposition can be sustained. It is true that, if the 
bottles were in stock, so that all that remained was to stamp them 
with the design approved by the plaintiff on December 30, 1920, 
all of the bottles might easily have been so marked before January 
27, 1921. 
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But a fundamental difficulty is that, assuming that defendant is 
in the shoes of the Export Company, the Export Company, by 
electing to rescind on the ground that the plaintiff had broken the 
contract by failure to make the payment for the fillers delivered in 
December, left itself, as to the unperformed part of the contract, 
as though no contract had ever been made. The bottles, even if 
manufactured and marked, had not on that date been delivered or 
tendered for delivery. It did not claim a breach and stand on this 
breach under the contract. It claimed a breach authorizing it to 
rescind, and undertook to rescind the contract. That left it, I 
think, as to goods on hand not delivered or tendered for delivery, in 
the legal status that would have existed if no contract had ever 
been made. Rescission wipes out a contract. It follows that the 
goods now in question were in the Export Company’s possession 
or control, and, if marked with the plaintiff’s trade-mark, were so 
marked without any authority emanating from the plaintiff so to 
mark them. Otherwise stated, assuming that, because of the con- 
tract, the Export Company had marked the goods in accordance 
with the plaintiff's desire before the contract was rescinded, its 
rescission of the contract left the goods in its hands with no rights 
accuring out of the contract status as to the use of the plaintiff’s 
trade-mark. 

The defendant’s second contention, (b), that the plaintiff is 
not in court with clean hands, raises a far more difficult question of 
mixed law and fact, and requires a consideration of the evidence 
which, on many material points, is meager and unsatisfactory. 

At the outset the defendant contends that the plaintiff has 
fraudulently used its trade-mark by advertising that its goods were 
manufactured by it at “Norwich, Conn., U. S. A.,” when, in fact, 
they were in substantial part bought from other American manu- 
facturers and there assembled. 

I am not impressed by that contention. I think that the plain- 
tiff had a right to use its trade-name in connection with goods which 
were in substantial part manufactured by others, if the assembling 
and inspection were made by the plaintiff, so that the marketed 
article was really the plaintiff’s output. Of course, the function 
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of trade-marks is to denote origin. But origin is not limited to the 
actual manufacture of every constituent element of the trade-marked 
article. Undoubtedly the plaintiff has been a somewhat boastful ad- 
vertiser, and has emphasized its position as an American Thermos 
Bottle Company. If mere boasting were held fraud, few trade- 
marks would survive. Apart from its importations of foreign goods, 
I think its advertising and use of the trade-mark fall within the 
limits of excusable merchandising practices. At most, such em- 
phasis on its factories in America, lend color to its conduct referred 
to below in importing and marking foreign-made fillers and bottles. 

But the difficulty grows out of the use of its trade-mark and its 
advertising in connection with the importation of foreign-made 
fillers and bottles. It is plainly the duty of the plaintiff to mark 
its goods of foreign origin so that the purchasing public may know 
that they were of foreign, and not of American, origin. Such duty 
would probably have accrued as to the plaintiff’s trade-mark, in 
the advertising of which “American Thermos Bottle Company, Nor- 
wich, Conn., U. S. A.,” has always prominently figured, even if 
there were no statute. But there is a statute. Compiled Stats. § 
5297, F, subsection 1, is as follows: 

“All articles of foreign manufacture or production, which are capable 
of being marked, stamped, branded, or labeled, without injury, shall be 
marked, stamped, branded, or labeled in legible English words, in a con- 
spicuous place that shall not be covered or obscured by any subsequent 
attachments or arrangements, so as to indicate the country of origin. 
Said marking, stamping, branding, or labeling shall be as nearly indelible 
and permanent as the nature of the article will permit. 

“All packages containing imported articles shall be marked, stamped, 
branded, or labeled so as to indicate legibly and plainly, in English words, 
the country of origin and the quantity of their contents, and until marked 
in accordance with the directions prescribed in this section no articles 
or packages shall be delivered to the importer. 

“Should any article or package of imported merchandise be marked, 
stamped, banded, or labeled so as not accurately to indicate the quantity, 
number or measurement actually contained in such article or package, no 
delivery of the same shall be made to the importer until the mark, stamp, 
brand, or label, as the case may be, shall be changed so as to conform 
to the facts of the case. 


“The Secretary of the Treasury shall prescribe the necessary rules and 
regulations to carry out the foregoing provision.” 
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Section 5298, F, subsection 2, is as follows: 


“If any person shall fraudulently violate any of the provisions of 
this act relating to the marking, stamping, branding, or labeling of any 
imported articles or packages; or shall fraudulently deface, destroy, re- 
move, alter, or obliterate any such marks, stamps, brands, or labels with 
intent to conceal the information given by or contained in such marks, 
stamps, brands, or labels, he shall upon conviction be fined in any sum 
not exceeding $5,000, or be imprisoned for any time not exceeding one 
year, or both.” 

The plaintiff did not comply with the requirement that the 
marking on the imported foreign fillers should be “as nearly in- 
delible and permanent as the nature of the article will permit.” 

During the war it had imported large quantities of Japanese 
fillers. These fillers, of course, were largely concealed from the 
purchasing public when sold in the assembled bottles. Some, per- 
haps all, of them were at some time marked by adhering labels. 
But it appears in evidence, and it is obvious, that when these fillers 
are put into a case and tested, as in the process of assembling they 
were tested, a large share of the labels would become detached. 
The evidence indicates, and I find, that the plaintiff intended that 
many of these labels should become detached, so that there would 
be no general recognition of its use of Japanese fillers. Nor was 
any evidence offered to the effect that it was impracticable to mark 
these fillers indelibly as required by the statute. Inferentially, it 
was entirely practicable so to mark them. 

Plaintiff also in the fall of 1920 contracted with the East 
European Trading Company, Inc., for a large quantity (300,000) 
of German-made fillers, and these also were, at least in part, not 
marked or labeled as required by the statute. While the evidence 
does not disclose just how many fillers of foreign origin have been 
put upon the market, not marked or labeled as required by the 
statute and for proper use of the trade-mark, the number is very 
substantial. The plaintiff intended the paper labels “Made in 
Germany” to be washed off in testing, so that many, probably 
most of the bottles with German fillers would go to the market with 
no indication of foreign origin. 

To advertise, as this plaintiff has, “American-made goods for 
American people keep American workmen busy” not long after the 
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importation and sale of large quantities of Japanese and German 
goods, made under such labor conditions that these complete pint 
bottles, then retailing in the United States at $2.25, were contracted 
to be sold, freight and duty paid, at 50 cents, is not consistent 
with fair and honest dealing with the purchasing public, when 
it was deliberately planned so to mark these importations that 
customers would believe them American-made. 

Moreover, as indicated above, the evidence as to the intended 
use of the trade-mark on the 100,000 complete pint fillers shows, I 
think conclusively, that the plaintiff intended the word “Germany” 
to be in such small letters as to amount to a fraud on the statute. 
Exhibit A shows “Germany” so inconspicuous as to be practically 
unnoticeable. It is true, as argued, that that fraud was not com- 
pleted, because of the rescission of the contract; but there is no evi- 
dence warranting a finding that the contract relations between the 
parties were broken because of any change of heart on the plain- 
tiff’s part as to marketing German-made goods as American-made 
goods. While, under certain circumstances, there is undoubtedly 
a tempus penitentie for parties who have planned frauds, there is 
nothing in this record indicating that these 100,000 bottles were 
kept off the American market because of a belated, law-abiding 
spirit on the part of the plaintiff. It intended to use its trade- 
mark fraudulently in that transaction. Even if it be assumed that 
mere unperformed intention is not enough to put it out of court, 
that intention lends color to its actual transactions in the imported 
Japanese and German fillers marketed in substantial quantities and 
above referred to. 

On this record I cannot find that the plaintiff does not intend 
to continue the palming off of foreign-made goods as American- 
made. Plaintiff’s president made a substantial purchase of German 
fillers in the fall of 1921. I am not convinced that it realizes and 
intends to comply with the requirements of sound business ethics in 
the use of its trade-mark on foreign goods. Its trade-mark is not 
a “right in gross or at large like a statutory copyright or a patent” ; 
“its function is simply to designate the goods as the product of a 
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particular trade and to protect his good-will against the sale of 
another’s product as his.” United Drug Co. v. Rectanus Co., 
supra. 

Plaintiff cannot ask protection against the use by others of a 
name it has itself been using in deceptive merchandising. The 
principle is elementary and familiar; the only difficulty is in the 
application to the specific facts of this case. Compiled Stats. § 
9506; Worden v. California Fig Syrup Co., 187 U. S. 516, 23 Sup. 
Ct. 161, 47 L. Ed. 282; Manhattan Medicine Co. v. Wood, 108 
U. S. 218, 2 Sup. Ct. 486, 41 L. Ed. 706; Coca-Cola Co. v. Koke Co., 
254 U. S. 148, 41 Sup. Ct. 118, 65 L. Ed. [10 T. M. Rep. 441]: 
Canal Co. v. Clark, 18 Wall. 81, 20 L. Ed. 581; Leather Cloth Co. 
Ltd. v. American Leather Cloth Co., Ltd., 4 De G., J. & S. 187; 
11 H. L. 528; Hazlett v. Pollack Stogie Co., 195 Fed. 28. 80, 115 
C. C. A. 80, 89 L. R. A. (N. S.) 682 [12 T. M. Rep. 272]; 
Prince Mfg. Co. v. Prince’s Metallic Paint Co., 1385 N. Y. 24, 38, 
31 N. E. 990, 17 L. R. A. 129; Jacobs v. Beecham, 221 U. S. 263, 
31 Sup. Ct. 555, 55 L. Ed. 729 [1 T. M. Rep. 55]; Krauss v. 
Peebles’ Sons Co., (C. C.) 58 Fed. 585. 

I do not overlook that the Export Company, in whose shoes 
I think the defendant stands, is, as to the marking of the 100,000 
pint bottles, in pari delicto with the plaintiff, and that, in urging 
wrongdoing by the plaintiff, counsel for the defendant by necessary 
implication condemns his own client. But in such cases it is the 
general public or sound public policy that is, so to speak, the 
client of the court. The public has a vital interest in protecting 
the honest, proper use of trade-marks, and in preventing the dis- 
honest and misleading use of trade-marks. In such case the de- 
fendant prevails, not on its own merits, but because of the demerits 
of the plaintiff and because of paramount public interest. Guernsey 
v. Cook, 120 Mass. 501, 503; Worden v. California Fig Syrup Co., 
187 U. S. 516, 529, 28 Sup. Ct. 161, 47 L. Ed. 282; Pidding v. 
Howe, 8 Simons, 477. 

Moreover, on fair analysis, the fact that the defendant is in 
most respects involved in the same wrongdoing as the plaintiff in- 
creases the weight that should be given to the facts which have 
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been elicited. Several of the witnesses impressed me as not being 
willing to tell with complete fullness and frankness exactly what 
had occurred concerning the marking and labeling of the foreign 
importations. The facts expressly shown by the parol evidence 
acquire, from their origin and manner of presentation, and addition- 
al significance. No witness can be suspected of having exaggerated 
the wrongdoing. 

Plaintiff's counsel argued at length that relief should not be 
denied because of assumed violent anti-German passions engendered 
by the war. With that view I accord. The issue must be determined 
on sound principles, generally applicable, unaffected by passion or 
prejudice. But customers have a right to indulge their tastes, feel- 
ings, whims, and even their unreasonable prejudices; a right to 
make their own choice as to American, English, French, Japanese, 
or German goods, out of which they may not be cheated by any 
misbranding, positive or negative. It is no more a question of 
quality or economics than a man’s right to select his own tailor. 
This right would exist independently of the statute, which asserts 
a national policy binding on this court. But the fact that there is, 
or is assumed by the parties to be, a strong prejudice against 
German-made goods, augments, if anything, the duty of fair dealing 
and good-faith compliance with the statute. If the purchasing 
public were indifferent instead of violently prejudiced as to foreign 
or domestic origin, a plausible argument might, in the absence of 
the statute, be made that misrepresentation as to such origin, posi- 
tive or negative, is immaterial. No such contention can be made 
in these times. 

Finally, plaintiff contends that, even if held in the wrong in 
this case, it should have an opportunity to purge itself and then 
assert rights in its trade-mark. I accept that view. I do not 
understand that the doctrine of unpardonable sin applies to such 
plaintiffs. Indeed, I cannot believe this court, by now holding 
the plaintiff disentitled by reason of its own misconduct to equit- 
able help, can bind any other court in which the plaintiff may 
hereafter seek relief from unfair competition in the use of its trade- 
mark, assuming that it has or shall have a valid trade-mark. “The 
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law of trade-marks is but a part of the broader law of unfair 
competition,’ as Mr. Justice Pitney says in United Drug Co. v. 
Rectanus Co., supra. In such case “the plaintiff’s position must be 
judged by the facts as they were when the suit was begun, not 
by the facts of a different condition and an earlier time,” by Mr. 
Justice Holmes in Coca-Cola Co. v. Koke Co., supra. Diamond 
Crystal Salt Co. v. Worcester Salt Co., 221 Fed. 66, 187 C. C. A. 
16 [5 T. M. Rep. 216]; Coca-Cola Co. v. Old Dominion Beverage 
Corp. (C. C. A.) 271 Fed. 600 [11 T. M. Rep. 128]; Mozie Co. v. 
Modoz Co., et al. (C. C.) 158 Fed. 487; Gaines & Co. v. Turner- 
Looker Co., 204 Fed. 558, 128 C. C. A. 79 [8 T. M. Rep. 157]; 
Lambert Pharmacal Co. v. Bolton Chemical Corp. (D. C.) 219 
Fed. 825 [5 T. M. Rep. 38]. 

On the whole record, I am satisfied that this plaintiff is not 
entitled to the help of the court in preventing the marketing of the 
rest of these 100,000 German-made pint vacuum bottles. It is in 
no position to urge the unfairness of cut-price sales of this importa- 
tion. 

The preliminary injunction must be dissolved. But, as this in- 
junction was granted on condition that the plaintiff should in such 
case pay the defendant any damage resulting therefrom, the bill 
must be retained for such further proceedings as law and justice 
may require. 


Marcucci v. Unitep Can Co., Inc. 
(278 Fed. Rep. 741) 


United States District Court, Eastern District of New York 
October 19, 1921 


Unratr Competirion—Imrratinc Features or Laser—Ricut To ReEier 
in Case or Partry Descriptive Laser—Insuncrion. 

Where plaintiff, after the use and abandonment of a similar label 
by others for use on tin cans, so advertised and extended the sales 
of his olive oil and cotton seed oil.cans as to identify them to the 
trade as of his manufacture, he should be protected in his right 
thereto as against a later competitor who adopted a label similar to 
plaintiff's; and the fact that the mark from its nature necessarily 
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distinguishes the contents, rather than the cans themselves, is not a 
bar to the relief sought. 


In equity. On motion for preliminary injunction. Granted. 


Fritz Ziegler, Jr., of New York City, for plaintiff. 
Harry Aaron, of New York City, for defendant. 


Garvin, District Judge: Plaintiff moved for a preliminary 
injunction in this action, enjoining defendant from committing acts 
of unfair competition. The motion was argued and briefs were to 
be submitted September 28, 1921. None was received by me on 
that day, and after examining the papers I directed that a prelimi- 
nary injunction issue. It now appears that the briefs and an addi- 
tional affidavit were actually filed with the clerk of the court on 
the day mentioned and were not transmitted to me forthwith. I 
shall therefore consider the matter anew, and as though no decision 
had been rendered. 

The plaintiff is a manufacturer of tin cans of various sorts, 
and the greater part of his output is sold to olive oil and cotton seed 
oil dealers. He began business in 1909, and has been successful. 
His sales during the year 1920 exceeded 2,000,000 cans. In 1912 
he placed upon the market an olive oil can and a cotton seed oil 
can, with a distinctive label by which his cans could be easily 
identified by the trade, and has continued to sell cans bearing these 
labels, with an increasing demand therefor, until his sales were up- 
wards of 35,000 per month. During this period he has been spend- 
ing large sums in advertising cans bearing the label in question. 
The defendant was incorporated in 1920, and in April, 1921, 
placed upon the market tin cans bearing labels which are practi- 
cal reproductions, and intended to be such, of those which have 
been characteristic of plaintiff’s cans. Defendant alleges that in 
November, 1886, one Gounelle registered a trade-mark in the 
United States Patent Office, which was used by him in his business 
as a dealer in oils, and which was similar to plaintiff’s; but, how- 
ever this may be, it is equally clear that there is nothing to indi- 
cate that, when plaintiff began to employ the labels, the Gounelle 
labels were in use. Indeed, the contrary appears. Defendant also 
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alleges that a label similar to that of plaintiff was registered in 
the United States Patent Office in 1908 by one Macaluso. But again 
there is nothing to indicate that this was in use when plaintiff's 
label appeared. It appears, also, that one Bellatoni has a label 
similar to plaintiff's; but there is no proof that it has ever been in 
use since plaintiff’s label was put upon the market. A label now in 
use by Cordiano Bros. is no defense, since plaintiff admits the 
similarity and avers an intention to take legal proceedings forthwith 
to prevent further infringement by the user thereof. There is no 
proof that this latter label was in use when plaintiff's label was 
adopted. 

While plaintiff might not be entitled to the exclusive use of a 
trade-mark for his cans, when the trade-mark necessarily, from its 
nature, distinguished the contents, rather than the cans themselves, 
yet when the label also identifies plaintiff as the maker of cans 
bearing the labels, he should not be denied relief merely for the 
reason that the label happens to serve a double purpose. The fact 
that the label indicates to the using public that the cans contain a 
certain quality of oil is not controlling. Very much the same ques- 
tion was involved in the case of International News Service v. Asso- 
ciated Press, 248 U. S. 215, 89 Sup. Ct. 68, 68 L. Ed. 211, 2 A. L. 
R. 293 [9 T. M. Rep. 15], in which the court said: 


“The parties are competitors in this field; and, on fundamental prin- 
ciples, applicable here as elsewhere, when the rights or privileges of the 
one are liable to conflict with those of the other, each party is under a 
duty so to conduct its own business as not unnecessarily or unfairly to 
injure that of the other.*** The question here is not so much the rights 
of either party as against the public, but their rights as between them- 
selves. And although we may and do assume that neither party has any 
remaining property interest as against the public in uncopyrighted news 
matter after the moment of its first publication, it by no means follows 
that there is no remaining property interest in it as between themselves.*** 
Regarding the news, therefore, as but the material out of which both 
parties are seeking to make profits at the same time and in the same 
field, we hardly can fail to recognize that for this purpose, and as be- 
tween them, it must be regarded as quasi property, irrespective of the 
rights of either as against the public.*** The right of the purchaser of 
a single newspaper to spread knowledge of its contents gratuitously, 
for any legitimate purpose not unreasonably interfering with complainant’s 
rights to make merchandise of it, may be admitted; but to transmit that 
news for commercial use, in competition with complainant—which is what 
the defendant has done and seeks to justify—is a very different matter. 
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In doing this, defendant, by its very act, admits that it is taking material 
that has been acquired by complainant as the result of organization and 
the expenditure of labor, skill, and money, and which is salable by com- 
plainant for money, and that defendant in appropriating it and selling 
it as its own is endeavoring to reap where it has not sown.*** The 
transaction speaks for itself, and a court of equity ought not to hesitate 
long in characterizing it as unfair competition in business.” 


See, also, Bayer § Co. v. United Drug Co. (D. C.) 272 Fed. 
505 [11 T. M. Rep. 178], in which the court recognizes the differ- 
ence between two classes—in that case, one representing manu- 
facturing chemists, retail druggists, and physicians; the other, the 
consuming public—and granted a limited injunction. 

A careful examination of the motion papers and of all the 
authorities to which I have been referred has not altered the con- 
clusion at which I originally arrived. 


Motion granted. Settle order, and fix amount of bond on 
notice. 


Lipsy, McNeitit & Lipsy v. Lipsy 
(135 N. E. Rep. 120) 


Supreme Judicial Court of Massachusetts, Suffolk 
April 14, 1922 


Trape-Marks aNpD Trapve-Names—Unrair Competition—“Lissy, McNEILy 

& Lipsy” anp “Lissy & Lipsy Company oF MassacnusetTts’— 

Lack or Evmence or Conrvusion. 

In an appeal from interlocutory decrees overruling appellant’s 
exceptions to the master’s report and confirming the report, where 
the evidence showed that appellee, first doing business under his real 
name, Samuel Lipsky, later changed to “Libby & Libby Company 
of Massachusetts,” solely for the benefits to be derived from the 
use of an American name and not with intent to profit by appellant’s 
prestige, and there was no proof of confusion among purchasers as 


to the goods, the master’s report is accepted and no injunction will 
issue. : 


The bill prayed for an injunction restraining defendant from 
using the name “Libby & Libby Company,” or any like name, and 
from using the name “Libby,” whether or not accompanied by other 
words or initals, in connection with the sale of meats or like mer- 
chandise, and from doing any act or thing likely to induce the belief 
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that defendant’s business was plaintiff’s, or in any way connected 
therewith. The case was heard by a master, and the material parts 
of his report are quoted in the opinion. Plaintiff moved on the re- 
port for a final decree perpetually enjoining defendant. The court 
denied the motion, overruled plaintiff's exceptions to the report, and 
confirmed the report. 


Edward 8S. Rogers, of Chicago, Ill., and Frederick H. Nash, of 
Boston, Mass., for plaintiff. 

Wm. J. Drew and Arthur Thad Smith, both of Boston, Mass., 
for defendant. 


De Covurcy, J.: This bill in equity was brought to restrain 
alleged unfair competition in trade. The case is here on the plain- 
tiff’s appeals from interlocutory decrees overruling its exceptions 
to the master’s report, confirming the report, and denying a motion 
for an injunction, and from the final decree dismissing the bill. 

Up to 1920 the defendant, while carrying on business alone, 
did so under his name “Samuel Lipsky,” or “Lipsky & Co.” On his 
application to the Probate Court duly made and published under 
R. L. c. 154, § 12, his name was changed to “Samuel Libby” in 
February, 1920; and in May he changed the name under which he 
was doing business to “Libby & Libby Company of Massachusetts.” 
The plaintiff, in support of its motion for an injunction, relies upon 


- the numerous cases where courts have enjoined a competitor from 


fraudulently putting on the semblance of somebody else, for the 
purpose of passing off his goods as the goods of that other person. 
Samuel v. Spitzer, 177 Mass, 226, 58 N. E. 693; Poiret v. Jules 
Poiret Ld. and A. F. Nash, 87 R. P. C. 177 (1920); Wotherspoon 
v. Currie, L. R. 5 H. L. 508; Valantine Meat Juice Co. v. Valentine 
Extract Co. Ld., 17 R. P. C. 678; Chas. S. Higgins Co. v. Higgins 
Soap Co., 144 N. Y. 462, 89 N. E. 490, 27 L. R. A. 42, 43 Am. St. 
Rep. 769; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 
U. S. 554, 28 Sup. Ct. 850, 52 L. Ed. 616. 

The adoption by the defendant of “Libby & Libby Company of 
Massachusetts” rather than “Samuel Libby” as the style under 
which to conduct his business, standing alone, might well raise a sus- 
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picion that his real intent was to infringe on the plaintiff’s propri- 
etary rights. But the record discloses much more. The master, who 
heard the witnesses, and whose findings of fact we must accept 
unless they are plainly wrong, specifically finds: 


“The defendant believed that it would help his business if he adopted 
an American name, and he chose ‘Libby’ partly because it closely re- 
sembled ‘Lipsky’ and partly because it was a name carrying prestige 
in the meat business. I do not find, however, that he chose the name 
‘Libby’ with intent to obtain trade by leading the public to believe that, 
when dealing with him, they were dealing with the plaintiff, or that he 
adopted the designation of ‘Libby & Libby Company of Massachusetts’ 
with that object. I am disposed to accept the defendant’s explanation 
that he wished to do business under the name of ‘Libby & Libby Company’ 
in order to give the impression that the business was growing and that 
he added the words ‘of Massachusetts’ so as to meet a possible contention 
that he was holding out his business as that of the plaintiff.” 


He also found: 


“Shortly after the defendant began to do business under the name 
of ‘Libby & Libby Company of Massachusetts’ the plaintiff learned of 
the fact and began an investigation into the character of the defendant’s 
business. So far as appears, however, this investigation did not disclose 
that the defendant was getting any trade away from the plaintiff through 
the use of the name or was in any other way causing appreciable damage 
to the plaintiff. Neither is it shown that the defendant has in any way 
attempted to pass his business off as or for the business of the plaintiff, 
except as the use of the name ‘Libby & Libby Company of Massachusetts’ 
may be regarded as such an attempt; the defendant has never used in 
his business the name ‘Libby’ alone or the name ‘McNeill’ either alone or 
in combination with ‘Libby’.” 

It being established by the master’s report that the defendant’s 
conduct was not actuated by a fraudulent intent to deceive, there 
occurs the further question, whether a manifest liability to decep- 
tion arises from the mere similarity between the plaintiff's name 
and that employed in business by the defendant. Has the name 
adopted by the defendant misled, or is it likely to mislead, “those 
with whom the parties deal and among whom they look for busi- 
ness?” Hub Dress Manuf. Co. v. Rottenberg, 237 Mass. 281, 
284, 129 N. E. 442 [11 T. M. Rep. 100]. The answer depends 
upon the facts as found by the master. The defendant does not deal 
in canned or cured meats, fruits, evaporated milk, jellies or other 
articles, which constitute so large a portion of the plaintiff’s busi- 


ness. The only business in which he could come in conflict with 
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the plaintiff is in the sale of fresh meat at wholesale to other deal- 
ers in the market district. He does no retail business. The plaintiff 
corporation has had no place of business in the market district since 
1915. Its cut meats are sold mostly through a firm of commis- 
sion merchants, who carry a stock of the plaintiff's meats and sell 
from this stock in their own name. No distinguishing mark has 
been placed upon fresh meats by either of the parties; and— 


“it would be difficult, if not impossible, even for one familiar with the 
business, to determine by examining any given piece of fresh meat be- 
longing to the general class dealt in by both parties whether it had been 
sold by the plaintiff, by the defendant, or by some third person.” 

The master finds, not only was there no evidence of any 

purchaser’s mistaking the defendant’s fresh meats for those of the 
plaintiff, but— 
“there is practically no chance that any one in the trade will buy of the 
defendant in the belief that he is dealing with the plaintiff, or that the 
sale of the plaintiff's meats at retail will be interfered with by the de- 
fendant’s use of these names.” 

Without reciting further findings as to the failure to show 
any damage caused by the defendant’s use of the name “Libby & 
Libby Company of Massachusetts,” as he now uses it, we are of 
opinion that the plaintiff is not entitled to the injunction prayed 
for, on the facts as found by the master. Burns v. Wm. J. Burns 
International Detective Agency, Inc., 285 Mass. 558, 127 N. E. 
334; Hub Dress Manuf. Co. v. Rottenberg, supra. 

The plaintiff has not argued his exceptions to the master’s re- 
port. They are largely disposed of by what has been said, and need 
not be further discussed. It may be added, however, that the 
findings are based on and confined to the business of the defendant 
as hertofore conducted, and as interpreted by the master. We are 
not now concerned with possible future conduct which might give 
to the defendant’s business methods an aspect materially different 
from that apparent from the master’s report. On the record now 
presented we find no error in the interlocutory decrees. The final 
decree, dismissing the bill without costs, must be affirmed. 

Ordered accordingly. 
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UNDERHILL Vv. SCHENCK, ET AL. 
(193 New York Supplement 745) 


New York Supreme Court, Appellate Division, Second Department 
April 17, 1922 


Trape-Marxs—Titte or Pray—“Tue Passion Fiower’—Ricut or OwNeER 
or Stace VeERsION TO ENnsorn Use or NaMeE ON Screen Propvuc- 
TION—ApreaL—Moopiriep AFFIRMANCE. 

Where the plaintiff was first to translate and adapt from the 
Spanish an English stage version of a play under the name “The 
Passion Flower,” which was not the translation of the Spanish title, 
and gave it wide publicity on the stage, defendants, who later ob- 
tained from the author by successive assignments an exclusive right 
to the screen version, were guilty of unfair competition in using 


thereon the name by which plaintiff’s play had become known to the 
public. 


Appeal from Kings County, Special Term. 


From an interlocutory judgment granting an injunction and 
directing an accounting, defendants appeal. Modified and affirmed. 
For judgment of the lower court, see 11 T. M. Rep. 2381. 


Before Biacxmar, P. J.,.and Jaycox, Mannine, Kexsy, and 
Young, J. J. 


Almet F. Jenks, of New York City (Gustavus A. Rogers, 
Tudor Jenks, and Henry A. Uterhart, all of New York City, on the 
brief), for appellant Joseph M. Schenck. 

Elijah N. Zoline, of New York City, for appellant Richard G. 
Herndon. 


Paul Bonynge, of New York City, for respondent. 


Youne, J.: The plaintiff claims an exclusive right and 
property in the title “The Passion Flower” as applied to a dramatic 
production. He seeks to restrain the defendants Schenck and 
Herndon from producing motion pictures of the play under that 
title and to recover damages. 

The defendant Jacinto Benavente, a noted Spanish dramatist, 
about 1914 wrote a play entitled ‘““La Malquerida.” Its production 
upon the stage was highly successful, and upwards of 2,000 per- 
formances were given in Spain and Spanish-speaking countries. 
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Benavente copyrighted the Spanish version of this play in the 
United States in March, 1914. In 1916 he granted to plaintiff the 
sole right to translate and adapt the play into English and to 
perform it in that language. Plaintiff translated this and other 
plays of Benavente’s, and in May, 1917, they were copyrighted and 
published by Charles Scribner & Sons. The literal translation of 
“La Malquerida” is “The Ill Beloved.” Plaintiff deemed this 
title ill adapted to a popular success, and the use of the title 
“The Passion Flower” arose from a free translation by plaintiff 
of a stanza in the Spanish version in which he made use of this 
phrase. Throughout the translation it is treated as the equivalent 
of “La Malquerida,” although it is not a literal translation of any- 
thing in the play. On January 2, 1920, an agreement was made 
between plaintiff and defendant Herndon, wherein the former 
(described as the “proprietor”) granted to the latter (described as 
the “manager’’) the sole right to produce plaintiff’s translation 
of the play in the United States and Canada, for the term of the 
copyright and any renewals thereof, and Herndon agreed to pay 
as royalties therefor 5 per cent. of the first $4,000, 714 per cent. of 
the next $3,000, and 10 per cent. of the excess above $7,000 of the 
gross weekly income. This agreement further provided that no 
rights to the production of the play in motion pictures were con- 
veyed. 

Under this agreement the play was first produced in English 
in New York with Miss Nance O’Neil in the leading réle, on 
January 9, 1920, and was a success. At the time of the trial up- 
wards of 450 performances had been given in the city of New York 
and elsewhere throughout the United States. It has always been 
produced under the title “The Passion Flower,’ and is well known 
under that name. 

Thereafter Herndon solicited from plaintiff the world motion 
. picture rights of the play, and in February, 1920, a tentative written 
agreement was made between them, subject to the consent of the 
author Benavente, providing for the joint ownership of plaintiff and 
Herndon of such rights, and for an equal division between them of 
the profits. On April 1, 1920, plaintiff wrote Benavente for the 
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picture rights. Benavente replied April 26, 1920, that he had 
already sold them. This sale was to George Gonzalez through a 
Paris agency on March 20, 1920, for about $800. On June 5, 1920, 
plaintiff through his attorney returned Herndon’s check for $500, 
and the tentative agreement was thus abrogated. On the same day 
Herndon obtained from Gonzalez, through his representative in 
this country, an assignment of Benavente’s contract granting the 
exclusive world motion picture rights for $2,000. 

On October 18, 1920, Henderson sold the motion picture rights 
to the defendant, Schenck, for $25,000 under a written agreement 
in which he granted not only such rights in the Spanish play, but 
also in the English translation made by plaintiff entitled “The 
Passion Flower,” and agreed within 60 days to procure from plain- 
provided that Schenck should use the name of the author in his 
paid publicity and state upon the film itself for exposure long 
enough to be read that the motion pictures were based upon a play 
written by the author and translated by plaintiff. 

Herndon thereafter attempted to secure from plaintiff his 
consent to the use of his translation and the title “The Passion 
Flower” in connection with the motion picture production, but 
plaintiff refused, and such consent has never been obtained. 

In December, 1920, announcement in the press appeared of a 
motion picture production of “The Passion Flower” by Schenck 
with Miss Norma Talmadge in the title réle, and the plaintiff there- 
upon notified Schenck of his exclusive right and property in the 
title “The Passion Fiower’”’; but Schenck nevertheless produced the 
picture, and plaintiff brought this action. 

The trial court rendered a decision in plaintiff’s favor, by which 
it is found, among other things, that the grant by Benavente to 
Gonzalez and by Gonzalez to Herndon of the motion picture rights, 
and the agreement between Herndon and Schenck, were void; that 
the defendants Schenck and Herndon have attempted by unfair 
means to take away plaintiff’s rights in the play; that the receipts 
from the spoken drama have been largely reduced by the motion 
picture production, and the plaintiff's royalties lessened; and that 
plaintiff suffers irreparable loss and damage. 
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The interlocutory judgment entered upon this decision restrains 
the defendants from announcing, advertising, or exhibiting any 
motion picture reproduction of the play “La Malquerida” under 
the title “The Passion Flower” and any motion picture reproduc- 
tion of said play with lines, titles, or captions in the English 
language; decrees a recovery by plaintiff from defendants Schenck 
and Herndon of his damages and an accounting by said defendants 
of profits; and appoints a referee to take and state an account of 
the profits and of plaintiff’s damages. 

In considering the questions involved in this case, the right 
asserted by plaintiff must not be confused with any right of literary 
property which he might claim as an author either under the copy- 
right statutes or at common law. As to the play, no common-law 
rights survived its publication and copyright (Palmer v. De Witt, 
47 N. Y. 582, 7 Am. Rep. 480; O’Neill v. General Film Co., 171 
App. Div. 854, 157 N. Y. Supp. 1028); and, of course, no relief 
against infringement of the copyright can be had in the state courts. 
As to the title “The Passion Flower,” standing alone, he is not its 
author and has no property rights as such, either at common law or 
under the statute; nor do I think any such rights can be acquired 
in a mere title. 

There are two factors of prime importance upon which the 
decision of this case must rest: First, that the plaintiff has an 
interest in the spoken drama and especially in its title “The 
Passion Flower”; and, second, that Schenck under an alleged grant 
from Herndon is producing a motion picture of substantially the 
same play under the same title. The writing of the play, its pro- 
duction in Spanish, its copyright in Spanish, its translation by plain- 
tiff and the copyright thereof, its production on the stage under 
agreement with Herndon, the agreement between Herndon and 
plaintiff as to motion picture rights, the transfer of such rights by 
Benavente to Gonzalez and by Gonzalez to Herndon, and the agree- 
ment between Herndon and Schenck, are all matters of importance 
as they throw light on the vital question in the case, viz.: Was 
the making and production of the motion picture of Benavente’s 
play “La Malquerida” under the title “The Passion Flower” un- 
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fair competition with the production of the spoken drama of the 
same name in which plaintiff had an interest? 

Although not the author or inventor of the title, plaintiff did 
adopt and use it in connection with the play produced upon the 
stage as his translation, and any attempt by the defendants to use 
this title either in a motion picture of the play or in any other 
manner which competed with or injuriously affected the production 
of the spoken drama was in my opinion a clear violation of plain- 
tiff’s right and did constitute unfair competition. 

The original author Benavente, after his grant to the plaintiff 
of the right to translate and produce the play on the stage, could 
not use the play in motion pictures or grant the right to use it to 
others in competition with the spoken drama. Manners v. Morosco, 
252 U. S. 317, 40 Sup. Ct. 335, 64 L. Ed. 590. 

Herndon, when he obtained from Benavente’s assignee an as- 
signment of the world motion picture rights in the play, knew, or 
was legally charged with knowledge, that Benavente was powerless 
to grant effectively any such rights to be used in competition with 
the .right in the spoken drama already granted to plaintiff. The 
defendant Schenck was charged with equal knowledge, or at least 
with facts sufficient to put him on inquiry. This is clear, because 
Herndon assigned and transferred to him “the motion picture 
rights” in the play of which Jacinto Benavente is the author, en- 
titled “La Malquerida,” as well as in and to the English translation 
thereof made by John G. Underhill entitled “The Passion Flower,” 
and agreed to procure and deliver to Schenck within 60 days Under- 
hill’s written consent to the use of the title “The Passion Flower,” 
and Schenck agreed to use the name of the author in his paid 
publicity and to state, upon the film for exposure long enough to be 
read, that the motion pictures were based upon a play written by 
the author and translated by plaintiff. Herndon never procured 
or delivered to Schenck, as agreed, plaintiff’s consent to the use of 
the title “The Passion Flower,’ but Schenck nevertheless pre- 
pared and produced the film under that title. It is apparent, 
therefore, that neither Herndon nor Schenck acted in good faith. 

Of course, these acts of Herndon and Schenck constituted an 
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infringement of plaintiff’s copyright, but with that infringement we 
are not concerned. It is not that which fixes the defendants’ lia- 
bility. The vital thing here is that the motion picture was produced 
under the same title adopted by plaintiff for the spoken drama. Its 
production did more than infringe plaintiff’s copyright; it violated 
his common-law right to the benefits to be derived from the produc- 
tion of the spoken drama free from the unfair competition of a 
motion picture produced under the same title. Herndon’s transfer 
to and Schenck’s use of this title with full knowledge of plaintiff's 
rights in the matter were at least a constructive fraud and entitle 
the plaintiff to an injunction and also an accounting for all 
damages and profits. Dickey v. Mutual Film Corporation, 186 
App. Div. 701, 174 N. Y. Supp. 784 [6 T. M. Rep. 423]. The 
mere fact that Herndon has sold the motion picture rights, and 
took no part in the production by Schenck, constitutes no defense. 
His acts were an essential part of the illegal transaction which re- 
sulted in plaintiff's injury. 

Nor do I think there is any impropriety in allowing plaintiff 
a recovery from the appellants of both damages and profits. A 
clear distinction must here be borne in mind between the rights of 
the parties in the play including motion picture rights, and the sole 
and exclusive right which the plaintiff had in the title “The Pas- 
sion Flower.” Neither damages nor profits can be recovered here 
solely because of an illegal use of the play, but only because of an 
illegal use of the title. The result may not be different, but the 
distinction is clear. No rights which either Herndon or Schenck 
acquired in the play or the motion picture rights therein can alter or 
limit their liability for the invasion of plaintiff’s right in the title. 
The profits to be accounted for under the judgment are not simply 
those arising from the production of the motion picture. They 
involve and the judgment provides for an accounting of any profits 
which either appellant has obtained by reason of “their unlawful 
invasion of the rights of the plaintiff.” These would include any 
profit which Herndon made in selling the motion picture rights to 
Schenck. The appellants should not be permitted to retain the 
profits arising from their wrong, and plaintiff, the party wronged, 
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be limited solely to his damages measured by his loss of royalties. 
It is an elementary policy of the law that the wrong doer shall not 
profit by his wrong. Appellants had no greater right to use plaintiff's 
exclusive title “The Passion Flower” than they would have to invest 
money in their possession belonging to him. Any profit resulting 
in either case belongs to plaintiff. 

I am unable to see that this case differs from any other case of 
unfair competition, and it seems to be the general rule that for an 
infringement of a trade-mark, or for unfair competition, plaintiff 
may recover defendants’ profits. Singer Mfg. Co. v. June Mfg. Co. 
163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; Dickey v. Metro 
Pictures Corp. (Sup.) 164 N. Y. Supp. 788; Cutter v. Gudebrod 
Brothers Co., 190 N. Y. 252, 88 N. E. 16. 

The restraining portion of the judgment, however, is too broad. 
It restrains not only the motion picture production of the play “La 
Malquerida” under the title “The Passion Flower,” but “any motion 
picture reproduction of said play with lines, titles or captions in the 
English language.” For the violation of his exclusive right in the 
title, plaintiff is entitled to an injunction; for a violation of his 
copyright by the production of the play itself in motion pictures, 
he can, as I have pointed out, obtain no relief in this court. 

The interlocutory judgment should therefore be modified by 
striking out so much of the injunction clause as restrains “any 
motion picture reproduction of said play with lines, titles or cap- 


tions in the English language,” and as so modified affirmed, with 
costs. 


Jacox and Mannine, JJ., concur. 


Briacxmar, P. J., reads for a further modification, with whom 
Ketpsy, J., concurs. 


Burackxmar, P. J.: Even after the contract by which plaintiff 
granted to Herndon the exclusive right to produce the English 
spoken drama under the title “The Passion Flower,” he retained an 
interest therein by way of a percentage of the gross receipts. This 
interest, although small, is a sufficient basis for the action. The 
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judgment of injunction is not founded on any property right in 
the plaintiff to the production of the motion pictures, for these 
rights passed from the author, Benavente, through Gonzalez and 
Herndon, to Schenck, who owns them. Neither, as Justice Young 
points out, had plaintiff any property in the title “Passion Flower.” 
Nor is the judgment based on the copyright, for this court has no 
power to enjoin the infringement of a copyright. But the justifica- 
tion for the judgment is the proposition that the production of the 
motion pictures under the title “Passion Flower” is an unfair com- 
petition with the drama presented on the spoken stage under that 
title. Whether it is such an unfair competition is, I think, a question 
of fact; and, although the right to be protected seems to me 
shadowy and unsubstantial, I do not feel inclined to dissent on that 
ground. 

But I cannot concur in the nature and extent of the judgment 
granted. I propose to consider first the question of damages and 
profits as applied to the usual cases of unfair competition in mer- 
chandising, and second as to the special facts in the case. 

In case of unfair competition in trade, the cause of action rests 
on the proposition that the defendant by deceit of the purchasing 
public palms his goods off as those of the plaintiff. He thereby 
injures the plaintiff: First, because the plaintiff loses the sale; 
and, second, if the infringing goods are inferior in quality the 
plaintiff's reputation is injured. The plaintiff is entitled to com- 
plete compensation for the wrong. Logically, what he is entitled 
to is damages. But in some cases the difficulty or impossibility of 
determining damages may result in a failure of justice. To avoid 
this the profits of defendant are awarded plaintiff; not, however, 
as an addition to damages, but as a method of ascertaining them. 
The theory is that, if the unjust competitor had not made these 
profits, they would have been enjoyed by plaintiff. Therefore in 
law and equity, as in logic, the rule of compensation is damages. 
Damages may be measured by profits, but they may be more, for the 
injured party might, if he had secured the trade diverted by the 
unfair competition, have made greater profits, and he may have 
been injured in his reputation by the competitor palming off an 
inferior article on the public. This is the rule which I draw from 
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many reported cases, as applied to unfair competition in merchandis- 
ing. 

But the question before us is different. There is no question 
of deceiving the public into the belief that a motion picture is a 
spoken drama. The only possible claim is that the motion picture 
representation competes with the English-spoken drama by dimin- 
ishing the attendance at the play. This diminution, reflected in 
the gross receipts, is the only conceivable injury. What relation 
to this injury does the profits made by the motion picture pro- 
duction bear? Obviously, none. If this case were founded on 
the infringement of a copyright, profits might be recovered under 
the statute, because the defendant is using plaintiff's property. But 
it is not. The basis of the action is the damages inflicted by unfair 
competition. The recovery cannot go beyond those damages, and 
the profits made in the motion picture production have no relation 
to the amount of damages. The interlocutory judgment should 
not have decreed an accounting for profits; and, in fact, the counsel 
who wrote the complaint seems to have appreciated that the measure 
of liability was damages, for he did not ask for profits. 

I cannot conceive upon what theory Herndon should account 
to plaintiff for the profits that he made on the sale of the motion 
picture rights to Schenck. The plaintiff had no interest in those 
rights. Herndon owned them and made a profit by selling his 
own property to Schenck. Why should plaintiff have those profits? 
I can understand how it might be held, in an action framed for 
that purpose, that Herndon acquired those rights for the joint 
account of himself and Underhill under the contract of January 
2, 1920. If the action were founded on that contract, the proper 
judgment would be that Herndon account to plaintiff for one-half 
the value of the motion picture rights, or, at plaintiff's election, 
for one-half of the profits which Herndon made on the sale to 
Schenck. Incidentally, I will say that upon all the facts such 
a judgment would do complete justice between the parties and, 
if the pleadings permitted, such a judgment should be rendered. 
The parties recognized this and had practically agreed on this 
basis of adjustment in their attempt to settle the case. But the 
plaintiff would not have it. He claims that the contract was abro- 
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gated and insists on the purely artificial claim for an injunction 
and damages and profits. Plaintiff's claim against Herndon for 
buying and selling the motion picture rights has no existence except 
on the confidential relations created by the contract, for plaintiff 
has not and never had any title to those rights. His only interest 
in them was that in the United States courts he could enjoin their 
production in competition with his copyright. This interest, nega- 
tive in its nature, Herndon’s sale to Schenck did not affect. 

I think, also, that the interlocutory judgment should be modi- 
fied so as to eliminate seeds of error which, it seems to me, may 
destroy any final judgment that would be entered thereon. It 
will be recollected that Underhill does not own the right to produce 
the drama under the title “The Passion Flower,’ but only a 
small royalty upon the gross receipts—call it 10 per cent., although 
it is less. The reasonable interpretation of the interlocutory judg- 
ment would be that Underhill is entitled to that portion of the 
profits and damages which bear the same relation to the whole as 
his percentage of the gross receipts bears to the whole; or it might 
possibly be interpreted to mean that Underhill is entitled to all. 
The latter interpretation appears to me unquestionably erroneous 
and should be avoided by the referee to whom the matter is re- 
ferred. Such interpretation would give to Underhill not only his 
percentage of the profits and damages, but also Herndon’s, and 
then would compel Herndon to account for the whole. I advise 
recasting the interlocutory judgment so as to avoid an erroneous 
interpretation. 

Again, I can find nothing in the interlocutory judgment which 
authorizes a recovery of the profits which Herndon made in selling 
the motion picture rights to Schenck, as suggested in the prevailing 
opinion. The action, as we are all agreed, is for unfair competition. 
The profits Herndon made in selling the motion picture rights to 
Schenck have no relation to unfair competition, and therefore I 
think that those profits were not within the purview of the inter- 
locutory judgment. 

I, therefore, dissent from the affirmance and think the judg- 
ment should be modified in accordance with this opinion. 
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Tue Ironsipes Company v. THE CitTizENs WHOLESALE SuPPLY 
ComMPANY 


Court of Appeals of the District of Columbia 
February 6, 1922 


TrapE-MarKs—CaNCELLATION—SIMILARITY. 

A mark consisting of a shield inclosing a scroll bearing the words 
“Golden Rule” and a monogram held not to conflict with a mark 
consisting of a shield almost completely filled by a picture of the 
frigate “Ironsides.” 


Percy H. Moore, for The Ironsides Company. 
E. T. Fenwick and C. R. Allen, for The Citizens Wholesale 
Supply Company. 


Ross, J.: Appeal from a decision of the Commissioner of 
Patents sustaining a decision of the Examiner of Interferences 
and denying the petition of The Ironsides Company, appellant here, 
for the cancellation of a trade-mark of the appellee, The Citizens 
Wholesale Supply Company. 

-The mark sought to be canceled consists of a shield inclosing 
a scroll bearing the words “Golden Rule” and a monogram formed 
of the letters “C. W. S.” and the abbreviation “Co.,” with two 
stars in each of the upper corners of the shield. The dominating 
features of the mark are the words and the monogram. Appellant’s 
mark consists of a shield in which, and almost completely filling it, 
is the picture of the frigate “Ironsides.” While the evidence 
tended to show that even this mark was not adopted until after 
the date of adoption and use of the “Golden Rule” mark, it is 
unnecessary to review the evidence on that point, since we are 
clearly of the view, as was the Patent Office, that there is no con- 
flict between the two marks. The decision therefore is affirmed. 
Affirmed. 
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Quaker City CHocoLaTe AND CoNFECTIONERY Company, INc. Vv. 
KERNAN 


February 6, 1922 


Trape-Marxs—OpposiTtion—“Quaker Matw’—“Quaker City” For CANDIES. 

The mark “Quaker Maid” is so similar to the mark “Quaker City” 

as to be likely to create confusion when used on candies, especially 

as both are printed in script and ey situated on the packages 
containing the goods. 


On appeal. For decision of the Commissioner of Patents see 
10 T. M. Rep. 482. 


C. M. Howson and Kennard M. Ware, both of Philadelphia, 
Pa., for Quaker City Chocolate and Confectionery Com- 
pany, Inc. 

Joshua R. H. Potts, of Philadelphia, Pa., for Kernan. 


Van Orsvet, J.: This is a trade-mark opposition in which 
appellant company opposes the registration by appellee of the 
words “Quaker Maid” as a trade-mark for candy. 

It appears that long prior to appellee’s use of the mark ap- 
pellant had used the words “Quaker City” as a trade-mark for 
candy. The marks are both printed in script and similarly situated 
on the packages; hence the only question here presented is the 
likelihood of their use creating confusion in trade. 

The Examiner of Interferences sustained the opposition, but 
was reversed by the Commissioner. We think the Examiner was 
clearly right. The goods on which the respective marks are used 
are the same and would, undoubtedly, be known to the trade as 
“Quaker Candies.” 

The distinguishing features of the marks and the manner in 
which they are used are not so pronounced as to insure the pur- 
chasing public against deception. 

The decision of the Commissioner is reversed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Ex Parte, Scorr Paper Company 


February 25, 1922 


Trape-Marks—REPRESENTATION OF A CABINET FoR TormetT Paper not Rec- 

ISTRABLE FOR THE Paper. 

A representation of a cabinet for toilet paper with the paper 
therein is not registrable as a trade-mark for toilet paper, since no 
manufacturer should be prevented from representing to the public 
the manner in which his goods are used; and the mere fact that the 
goods may be used without a cabinet does not make the mark regis- 
trable. 


On appeal. 
Rudolph M. Hunter, for the applicant. 


Fennina, A. C.: This is an appeal from the action of the 
Examiner of Trade-Marks in refusing to register as a trade-mark 
for toilet paper the representation of a cabinet from which is pro- 
truding a sheet of toilet paper. 

The labels filed with the application show the following legend 
associated with the picture: “S. P. Co. Improved Patent Cabinet 
Toilet Paper—The only paper that can be used in the original 
Hoyt Cabinet and S. P. Co.’s Improved Cabinet.” I am unable 
to distinguish this case from the case of the Motz Tire § Rubber 
Co. (198 O. G. 518, 1918 C. D. 459, 40 App. D. C. 487 [7 T. M. 
Rep. 382]). The mark showed a perspective view of a clencher rim, 
with a tire thereon. The goods were vehicle tires. The court 
there said— 

“the representation of a rim for a tire with a tire thereon, even though 
the tire be disclaimed, is not registrable as a trade-mark, for the reason 


that no manufacturer should be prevented from representing to the public 
the manner in which his goods are used.” 


Paraphrasing those words, a representation of a cabinet for 
toilet paper with the toilet paper therein is not registrable as a 
trade-mark, for the reason that no manufacturer should be prevented 
from representing to the public the manner in which his goods are 
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used. The mere fact that applicant’s goods may be used without 
a cabinet, as explained in the brief, is not sufficient to distinguish 
from this case. The Examiner of Trade-Marks also cites the fol- 
lowing cases which are of interest: Coats, et al. v. Merrick Thread 
Co., et al. (68 O. G. 1581); Ex parte, Martin (89 O. G. 2259); 
Herz v. Lowenstein (192 O. G. 998 [7 T. M. Rep. 81]); and 
Société Anonyme de la Distillerie de la Liqueur Benedictine de 
VAbbaye de Fecamp v. Puziello, et al. (250 F. R. 928 [8 T. M. 
Rep. 332]). 

The decision of the Examiner of Trade-Marks is affirmed, 
and the mark will not be registered. 
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